United States Bvtent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 

Addio: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
www.mpto.gov 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. 



CONFIRMATION NO. 



09/609,622 



07/05/2000 



Gregory D. Sunvold 



I AM 0602 PA 



4085 



27752 7590 09/29/2003 

THE PROCTER & GAMBLE COMPANY 
INTELLECTUAL PROPERTY DIVISION 
WINTON HILL TECHNICAL CENTER - BOX 161 
6110 CENTER HILL AVENUE 
CINCINNATI, OH 45224 



EXAMINER 



COE, SUSAN D 



ART UNIT 



PAPER NUMBER 



1654 

DATE MAILED: 09/29/2003 



•2S 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 07-01) 



Offic Action Summary 



Application No. 

09/609,622 



Examin r 

Susan Coe 



Applicant(s) 

SUNVOLD ETAL 



Art Unit 

1654 



The MAILING DATE of this communication appears on the cover sheet with the corresp ndence address » 
Period f r Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )S Responsive to communication(s) filed on 23 July 2003 . 
2a® This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
Disposition of Claims 

4) S Claim(s) 15-24 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) S Claim(s) 15-24 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

1 1) D The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

13) Q Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

a)n All b)D Some*c)D None of: 

1 :□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage . 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 119(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

1 5) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 1 20 and/or 121 . 
Attachment(s) 

1 ) □ Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) Paper No(s). . 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) □ Notice of Informal Patent Application (PTO-1 52) 

3) □ Information Disclosure Statement(s) (PTO-1 449) Paper No(s) . 6) □ Other: 
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DETAILED ACTION 

1 . A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1.17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.1 14, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.114. Applicants submission filed on July 23, 2003 has been entered. 

2. Claims 10-13 have been cancelled. 

3. Claims 15-24 are pending. 



Claim Rejections - 35 USC §103 
4. Claims 15-24 are rejected under 35 U.S.C. 103(a) as being unpatentable over US Pat. No: 
5,626,849, the Purina CNM Veterinary Product Guide (published in 1994 by the Ralston Purina 
Company), and US Pat. No. 5,240,962 for the reasons set forth in the previous Office action. 

All of applicant's arguments regarding this ground of rejection have been fully 
considered but are not persuasive. Applicant argues that the examiner is misinterpreting the 
Purina reference by arguing that Purina is selecting corn specifically for weight loss. However, 
this was not the basis for the argument by the examiner. Purina does use corn in its weight loss 
composition and does not specifically teach that the corn itself has weight loss properties. 
However, US '962 teaches that barley and sorghum can be used interchangeably with com in a 
weight loss feed composition (see column 5, lines 30-34). Therefore, there would be motivation 
to use barley and sorghum in place of corn in the Purina pet food based on this disclosure of 
equivalence in weight loss formulations by US '962. 
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Furthering their argument, applicant states that US '962 does not teach that sorghum and 
barley are equivalent to com as an active ingredient in weight loss formulations. Applicant 
argues that the sorghum, corn, and barley are used only as carrier for the weight loss ingredients 
in US '962. However, the fact that applicant has recognized another advantage which would 
flow naturally from following the suggestion of the prior art cannot be the basis for patentability 
when the differences would otherwise be obvious. See Ex parte Obiaya, 227 USPQ 58, 60 (Bd. 
Pat. App. & Inter. 1985). The substitution of barley and sorghum for corn is considered to be 
obvious because US '962 teaches that they can be used interchangeably. The fact that the 
references do not specifically teach that these ingredients specifically have weight loss properties 
does not make the claimed invention patentable over the prior art. 

In addition, applicant argues that the references do not teach using the ingredients in the 
amounts claimed by applicant. However, the amounts of an ingredient in a composition are 
routinely optimized by an artisan of ordinary skill in the art. The amounts claimed by applicant 
are within amounts that would reasonably be reached by an artisan performing an optimization in 
order to achieve the best weight loss effects. 

Applicant also argues that the composition shows unexpected results based on the 
comparisons between Diet A (Hill's Prescription Diet w/d Canine) and Diet B (Eukanuba 
Veterinary Diets Nutritional Weight Maintenance Formula Glucose-Control Canine) 
supplemented with chromium sorghum and barley. Applicant has provided a list of the 
ingredients of each diet. However, the data do not clearly show unexpected results because Diet 
A and Diet B each contain very different ingredients. Because of the different ingredients, it 
cannot be determined if Diet B functions better than Diet A because of the supplementation with 
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the claimed invention or because of some ingredient that is present but is not claimed. 
Therefore, the unexpected results are not clear and are not commiserate in scope with applicant's 
claims. 

5. No claims are allowed. 

All claims are drawn to the same invention claimed in the application prior to the entry of 
the submission under 37 CFR 1.114 and could have been finally rejected on the grounds and art 
of record in the next Office action if they had been entered in the application prior to entry under 
37 CFR 1.114, Accordingly, THIS ACTION IS MADE FINAL even though it is a first action 
after the filing of a request for continued examination and the submission under 37 CFR 1.114. 
See MPEP § 706.07(b). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 CFR 
1.136(a) will be calculated from the mailing date of the advisory action. In no event, however, 
will the statutory period for reply expire later than SIX MONTHS from the mailing date of this 
final action. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Susan Coe whose telephone number is (703) 306-5823. The 
examiner can normally be reached on Monday to Thursday from 8:00 to 5:30 and on alternating 
Fridays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Brenda Brumback, can be reached on (703) 306-3220. The fax phone number for the 
organization where this application or proceeding is assigned is (703) 872-9306. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703) 308-0196. 



Susan Coe, Examiner 
September 22, 2003 



